AMENDMENT UNDER 37 C.F.R. §1.111 Attorney Docket No.: Q77698 

Appln.No.: 10/677,248 

AMENDMENTS TO THE DRAWINGS 

The attached one (1) sheet of drawing (Fig. 5) includes the following changes: 

In Fig. 5, the "Prior Art" label is added. 

Attachment: Annotated Marked-Up Drawing 
Replacement Sheet 
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REMARKS 

This Amendment, submitted in response to the Office Action dated November 17, 2004, 
is believed to be fully responsive to each point of rejection raised therein. Accordingly, 
favorable reconsideration on the merits is respectfully requested. 

Claims 1-27 are now all the claims pending in the application. 

I. Objection to Drawings 

The Examiner objected to Fig. 5 asserting that Fig. 5 should be labeled as "Prior Art". 
Fig. 5 has been labeled as prior art as indicated above. 

The Examiner has also objected to the drawings indicating that there is no illustration of 
"reel-up of the tape is performed without moving the tissue." However, Applicant respectfully 
submits that Fig. 1 , for example, illustrates reel-up of the tape without moving the tissue. In the 
case where reel-up is performed without moving the tissue, the tissue is placed in a 
predetermined position and does not move while the tape T is reeled-up. However, in another 
embodiment, the tape T can move while reel-up is being performed. In either case, the position 
of the tape is maintained. 

In view of the foregoing, Applicant respectfully requests that the objection to the 
drawings be withdrawn. 
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II. Specification 

The Examiner objected to the disclosure because of informalities. In particular, the 
Examiner asserts that on page 7, lines 1 1 and 15, page 9, lines 2, 5 and 7, the term "MT", after 
the phrase "magnetic tape", should be replaced with the term ~T— . The specification has been 
amended as indicated above. Therefore, Applicant respectftilly requests that the objection to the 
disclosure be withdrawn. 

III. Claim Rejections under 35 U.S.C. § 1 12 

Claims 1-20 have been rejected under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. In particular, the Examiner states that the language "the reel- 
up is performed while moving the tissue. . .performed without moving the tissue" sets forth non- 
equivalent alternatives. 

Applicant respectfully submits that the language of claim 1 does not set forth non- 
equivalent alternatives. Positional control of the tape T is maintained when the tissue is moving 
or not moving. In particular, reel-up of the tape T resulting in improved appearance of the tape is 
obtained regardless of whether the tissue is moving or not moving during reel-up. Therefore, 
Applicant submits that claims 1-20 are not indefinite and requests that the Examiner withdraw 
the 35 U.S.C. § 1 12 rejection. 
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IV. Claim Rejections under 35 U.S.C. § 102 

Claims 1-4, 7-12 and 14 have been rejected under 35 U.S.C. § 102(b) as being anticipated 
by Sakaguchi et al. (U.S. Patent No. 4,909,455). 

Claim 1 

Claim 1 recites "a tissue which is positioned in parallel to an inner surface of a flange of 
the tape reel and pushes a tape edge of the tape against the inner surfaced The Examiner asserts 
the aspects of claim 1 are disclosed Sakaguchi Fig. 2. 

Sakaguchi Fig, 2 discloses a belt 1 5 provided between one flange of the tape winding 
body 2 and one side edge of the magnetic tape T to push the side edge of the tape T under 
relatively high pressure while the belt is supported by a roller and wound at a low constant speed 
from a belt send-out member 16 to a belt winding member 1 8 so as to neatly wind the tape. See 
coL 2, lines 3-11. 

However, there is no indication that a tape edge of the tape is pushed against the inner 
surface of a flange. In particular, the side of the tape edge pushed by the tape is clearly not 
pushed against an inner surface of a flange, and it is unclear whether the tape is pushed against 
the flange opposite the tape. Further, there is no indication that the tissue is positioned in parallel 
to an inner surface. Upon viewing Fig. 2, the position of belt 15 does not appear to be parallel to 
the flange opposite the tape. Consequently, Fig. 2 of Sakaguchi appears to be similar to the prior 
art illustrated in Fig. 5 of Applicant's specification, the deficiencies of which the present 
invention is meant to overcome. 
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In order to support an anticipation rejection, the Examiner must establish that each and 

every element of the claim is taught in the art. Since there is no indication that a tissue is 

positioned parallel to an inner surface of a flange or that a tissue pushes a tape edge of a tape to 

the inner surface of the flange, the anticipation rejection of claims 1-4, 7-12 and 14 should be 

withdrawn. 

Claim 2 

Claim 2 recites that "a distance between the tissue and the inner surface of the flange 
becomes progressively narrow as the tape moves in parallel to the inner surface of the flange." 
The Examiner has not particularly identified where this aspect of the claim is disclosed in the 
prior art. Regardless, Sakaguchi at most discloses that the tape is wound at a low constant speed 
from a belt send-out member. There is no indication that the inner surface of the flange becomes 
progressively narrow as the tape moves in parallel to the inner surface of the flange. Therefore, 
claim 2 and its dependent claims should be deemed patentable. 

V. Claim Rejections under 35 U.S.C. § 103 

Claims 5, 6, 13 and 15-20 have been rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Sakaguchi. Claims 5, 6, 13 and 15-20 should be deemed patentable by virtue 
of their dependency to claim 1 for the reasons set forth above. 

The Examiner states that although Sakaguchi does not teach that the tissue is made of 
finished fabric as recited in claims 5, 6, and 13, it would have been obvious to provide Sakaguchi 
with a finished fabric because such would eliminate the problem of fibers coming off the non- 
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woven fabric. With respect to claims 15-20, the Examiner asserts that although Sakaguchi does 
not teach that the tape is an optical recording tape that it would have been obvious because it 
would improve the tapes' appearance. 

However, there is no teaching or suggestion that the prior art identified in Sakaguchi Fig. 
2 should be amended as suggested by the Examiner. Further, the motivation for the combination 
seems to be based on the Examiner's personal reasoning which appears to merely be a result of 
impermissible hindsight. Therefore, claims 5, 6, 13 and 15-20 should further be deemed 
patentable. 

VI. New Claims 

Applicant has added claims 21-27 to provide a more varied scope of protection. Claims 
21 and 26 recite subject matter similar to claim 1, therefore claims 21 and 26 and their dependent 
claims should be deemed patentable for the same reasons. Claims 22-25 should be deemed 
patentable by virtue of their dependency to claim 1 for the reasons set forth above. 

VII. Conclusion 

In view of the above, reconsideration and allowance of this application are now believed 
to be in order, and such actions are hereby solicited. If any points remain in issue which the 
Examiner feels may be best resolved through a personal or telephone interview, the Examiner is 
kindly requested to contact the undersigned at the telephone number listed below. 
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The USPTO is directed and authorized to charge all required fees, except for the Issue 

Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 

overpayments to said Deposit Account. 



Respectfully submitted, 



SUGHRUE MION, PLLC 




Telephone: (202) 293-7060 Registration No. 5 1 ,36 1 

Facsimile: (202) 293-7860 

WASHINGTON OFHCE 

23373 

CUSTOMER NUMBER 

Date: March 15, 2005 
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